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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) \Z\ Claim(s) is/are allowed. 
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DETAILED ACTION 

1 . This Office Action follows a response filed on April 25, 2008. Claims 6 and 8 
have been amended; claim 7 has been cancelled without prejudice; no claims have 
been added. 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
25, 2008 has been entered. 

3. Claims 6 and 8-1 2 are active. 



Claim Rejections - 35 USC § 103 

4. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

5. Claims 6, 8 and 10-1 1 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable as obvious over Klock et al. (EP 0 402 21 3 A1 ) in view of Rombach et al. 
(U. S. Patent 3,153,009), for the rationale recited in paragraph 7 of Office Action dated 
on November 28, 2006. 

6. Claim 9 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Klock et 
al. in view of Rombach et al. as applied to claims 6-8 and 10-1 1 above and further in 



Application/Control Number: 10/519,661 Page 3 

Art Unit: 1796 

view of Aurenty et al. (U. S. Patent 6,472,054), for the rationale recited in paragrapii 8 of 
Office Action dated on November 28, 2006. 

7. Claim 12 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Klock 
et al. in view of Rombach et al. as applied to claims 6-8 and 10-1 1 above and further in 
view of Kroggel et al. (U. S. Patent 5,559,175), for the rationale recited in paragraph 9 of 
Office Action dated on November 28, 2006. 

Response to Arguments 

8. Applicant's arguments filed on April 25, 2008 have been fully considered but they 
are not persuasive. 

9. Regarding to the Applicants arguments that the surfactants described by Klock 
are present In an amount of greater than 0.3 wt% or greater than 0.4 wt% based upon 
the dry weight of PVA, and Rombach permits only 0.04 to 0.2 wt% of surfactant, based 
on the weight of the polyvinyl alcohol; therefore Klock and Rombach teach away from 
each other (pages 6-7 the bridging paragraph, page 7, 2"*^ and 3^*^ paragraphs), it is 
noted that the first reference by Klock, which is the closest prior art, clearly discloses the 
amount of surfactants within the claimed range (abstract). 

It is worth to mention that the second reference of Rombach was used only to 
cover the deficiencies of Klock regarding the temperature of stirring reaction mixture 
(RM) in the range of from 80°C to about 100°C in step (b), not the amount of surfactant. 

1 0. In response to the arguments that these two references teach away from each 
other (page 7, 4'^^ paragraph), it is noted that "the prior art's mere disclosure of more 
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than one alternative does not constitute a teaching away from any of these alternatives 
because such disclosure does not criticize, discredit, or otherwise discourage the 
solution claimed. ■■ ' In re Fulton. 391 F.3d 1195, 1201,73 USPQ2d 1141, 1146 (Fed. 
Cir. 2004). See also MPEP §2123. 

11. In response to applicant's argument that there is no suggestion to combine the 
references (pages 6-7 the bridging paragraph, page 8, 2"^^ paragraph), the examiner 
recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art. See In re Fine, 
837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992). In this case, both references are analogous art 
because they are from the same field of endeavor concerning new processes for 
producing polyvinyl butyral resin. 

12. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 
/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



